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CANCELLATION AND OPPOSITION PROCEEDINGS 


PART I 


TRADE-MARK CANCELLATION AND OPPOSITION PROCEEDINGS 
AND THE R. S. 4915 REMEDY 


By Edmund H. O’Brien 


In the eighteen years since the Supreme Court gave Section 9 of the Registration 
Act’ “a liberal construction” and at least some suitors thereunder “an equity 
remedy,’ questions of parties and venue have been involved in a surprising num- 
ber of cases.? Before a trade-mark cancellation or opposition litigant can appeal* 
from an adverse ruling of the Commissioner he must know whom to name as de- 
fendant and, unfortunately, at this precise point the decisions have been obscure. 
At the latest of these, Tomlinson of High Point v. Coe,’ a review of the perplexed 
situation may_be opportune. 


That there should have been any obscurity, either as to availability of the 
remedy or parties, may ultimately be regarded as surprising. Certainly, the 
language of the Baldwin® opinion cannot be charged with lack of clarity: 


We have in the cases cited’ given the closing words of Section 9 a liberal construction 
in the view that Congress intended by them to give every remedy in respect to trade-marks 
that is afforded in proceedings as to patents, and have held that under them a bill of equity 
is afforded to a defeated applicant for trade-mark registration just as to a defeated applicant 
for a patent. It is not an undue expansion of that construction to hold that the final words 
were intended to furnish a remedy in equity against the Commissioner in every case in which 
by Section 9 an appeal first lies to the Court of Appeals... The applicants in Section 9 
were of four kinds and to each of them were intended to be accorded the same resort to the 
Court of Appeals and the same remedy in equity as to the applicant for a patent in Section 
4915. The inherent differences between trade-marks and patents should not prevent our 
giving effect to the remedial purpose of Congress in carrying out the analogies between the 
two classes of privileges to secure a common procedure. (Italics supplied.) 


1. Act of February 20, 1905, as amended; U. S. C. title 15, sec. 89. 

2. U.S. ex rel Baldwin v. Robertson and R. S. Howard Co., 265 U. S. 168 [12 T.-M. Rep. 
231] ; decided May 26, 1924 (opinion by Chief Justice Taft). 

3. Ten, by the writer’s count, including the three C. C. P. A. cases: Pennzoil v. Hercules 
Powder Co., 37 U. S. P. Q. 192 [29 T.-M. Rep. 97]; Galena Mfg. Co. v. Superior Oil Works, 
42 U.S. P. Q. 274 [30 T.-M. Rep. 22] ; and Mishawaka Rubber v. Bradstone Rubber Co., 44 U. S. 
P. Q. 371 [30 T.-M. Rep. 155]. In two District Court cases discussed infra, the question of juris- 
diction was not raised. 

In this review the old decision of the D. C. Supreme Court in The Mergenthaler Linotype 
Co. v. Seymour, 66 O. G. 1311, 1894 C. D. 186, a patent interference, has not been considered 
pertinent. Parker-Kalon Corporation v. Coe, 27 U. S. P. Q. 200 [26 T.-M. Rep. 79], was a 
mandamus action, and any value its ruling might have here was destroyed by its subsequent 
overruling in Hygienic Products Co. v. Coe, 29 U.S. P. Q. 458 [26 T.-M. Rep. 600] 

4. Proceedings under Section 4915 may conveniently be regarded as an appeal from the Patent 
Office, although, strictly, not an appeal but a proceeding in equity de novo as part of the applica- 
tion for the patent or for registration of the trade-mark. See the discussion of the point in the 
Tomlinson of High Point opinion (page 250), for example. 

5. 51 U.S. P. Q. 249 [41 T.-M. Rep. 440]; decided by the U. S. Court of Appeals for the 
District of Columbia, October 27, 1941. 

6. 265 U. S. 168, 179-180. 

7. Atkins v. Moore, 212 U. S. 285. Baldwin Co. v. Howard Co., 256 U. S. 35 [11 T.-M. 
Rep. 159]. American Steel Foundries v. Robertson and Simplex Electric, 262 U. S. 209 
{13 T.-M. Rep. 289]. 
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Yet, in Pennzoil Company v. Hercules Powder Company® the Court of Customs 
and Patent Appeals held that a defeated opposer in an opposition proceeding based 
on ownership and use of opposer’s registered mark had no remedy in equity under 
Section 4915.° Bottoming its decision on the somewhat factitious analogy that the 
opposer’s position bears to that of a defeated patentee-interferant, the administrative 
court viewed as obiter dictum the broad language of the Baldwin opinion, which 
stated that opposer did have an equity remedy.” And in J. C. Eno v. Coe,” appar- 
ently the only case in a Court of Appeals involving the right of a defeated opposer- 
registrant to proceed under Section 4915, the District of Columbia court, while not 
denying an equity remedy to the opposer, simply concluded that the Supreme Court 
could not possibly have intended a proceeding against the Commissioner alone when 
it interpreted Section 9 to give “a remedy in equity against the Commissioner.” 

With the reported decisions equally divided between cancellation and opposition 
proceedings,” it is now possible to form some conclusion as to necessary and proper 
parties and venue™ in these two classes of trade-mark appeals. The civil suit in 
equity is available to both parties to cancellation proceedings,’® and with these actions 
a consideration of necessary parties may profitably begin. 

When the complaint under R. S. 4915 is brought by the defeated respondent 
to the cancellation seeking to prevent the cancellation of his trade-mark registra- 
tion, it would seem to follow from the Baldwin decision that the Commissioner is 
the only necessary defendant. The United States Court of Appeals for the District 
of Columbia has so held, in Alexandrine v. Coe.*° But the District Court in the 
southern district of New York has recently entertained jurisdiction where process 
issued against the successful petitioner for cancellation alone, the Commissioner not 
being joined as a party.” In another recent case in the District of Columbia, though 


8. 37 U.S. P. Q. 192 (1938). 

9. U.S.C., title 35, sec. 63. 

10. It might be remarked, parenthetically, that the C. C. P. A. has seemed very unwilling to 
surrender jurisdiction under R. S. 4911 (U.S. C. title 35, sec. 59a). Thus in Galena Mfg. Co. v. 
Superior Oil Works, note 3 supra, the appeal to the C. C. P. A. was dismissed at the election of 
Superior, the petitioner for cancellation, only because the facts could not be distinguished from 
those involved in the Baldwin case. In Mishawaka Rubber v. Bradstone Rubber, note 3 supra, 
the Court entertained an appeal from a ruling dismissing an opposition proceeding, although the 
applicant had been denied registration ex parte and had filed a civil action under RS 4915 in the 
District of Columbia courts. See also, Jn re Allen, Jr.,47 U.S. P. Q. 471; a patent case. 

ll. U.S. P. Q. 257 (1939). As pointed out infra, the trade-mark registration was apparently 
granted to applicant after dismissal of the opposition, and the suit in the District Court was one to 
compel the Commissioner to cancel the registration. 

12. It might be noted that in American Steel Foundries v. Robertson et al., 262 U. S. 209, 215, 
it was also urged that certain statements in Atkins v. Moore, 212 U. S. 285, and Baldwin Co. v. 
Howard Co., 256 U. S. 35, were obiter dictum and should be disregarded. The Supreme Court 
refused to disavow these statements. This action might indicate that obiter dictum in Supreme 
Court decisions dealing with trade-mark appellate jurisdiction is not to be lightly charged. 

13. By the writer’s count, five including Baldwin were actions involving cancellation proceed- 
ings ; five opposition proceedings. 

14. The venue of the action follows from determination of necessary party or parties, bearing 
in mind that the Commissioner is not an adverse party when he is named a joint defendant (see 
Coe v. Hobart, 40 U. S. P. Q. 326, referred to infra). Venue where an exclusive licensee is 
involved (Parker Rust Proof v. Western Union, 42 U. S. P. Q. 396; Nachod v. Engineering, 
42 U. S. P. Q. 549), not usual in trade-mark cases, is beyond the scope of this paper. 

15. Baldwin v. Robertson and Galena v. Superior Oil, both supra. 

16. 21 U.S. P. Q. 456 (1934). 

17. Kauffmann Department Stores v. S. H. Kress Co., 49 U. S. P. Q. 702 (April, 1941). 
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brought against the Commissioner, the successful petitioner for cancellation was 
allowed to intervene and actively defend the suit.”* 

When the equity suit is brought by the unsuccessful petitioner for cancellation, 
Jax Ice v. Coe” is authority for the proposition that the owner of the trade-mark, the 
cancellation of whose registration is sought, is an indispensable party. The J. C. 
Eno” case is to the same effect, if it can be considered as falling in this category, for 
while the action was by a defeated opposer, the applicant’s trade-mark having in the 
meantime been registered by the Patent Office, its cancellation was the aim of the 
4915 suit. That the Commissioner is a proper party if he can be joined would seem 
to follow from Tomlinson of High Point v. Coe,” although he is not an adverse party 
such as would permit the bringing of the suit in the District of Columbia under the 
second paragraph of Section 4915.” As only the Commissioner can cancel the trade- 
mark registration, and was so petitioned in accordance with Section 13 of the Regis- 
tration Act, the conclusion that he is not a party adverse to the petitioner must be 
regarded as somewhat anomalous.” Since Section 22 of the Trade-Mark Act, con- 
sidered by the Supreme Court in the Baldwin case as offering a separate and in- 
dependent remedy, provides for a suit in equity against the registrant when there 
are “interfering registered trade-marks” to the extent that the petition for cancella- 
tion is based on a registered trade-mark of the petitioner, it would seem that a re- 
quirement that the petitioner proceed in equity under R. S. 4915 against the regis- 
trant would tend to make the appeal under Section 9 of the Trade-Mark Act iden- 
tical with that afforded by the subsequent section.” 

In trade-mark opposition proceedings the availability of the remedy to the un- 
successful opposer is not authoritatively settled. If the Court of Customs and Patent 
Appeals secures jurisdiction of the case by appeal to the administrative court under 
R. S. 4911, the cause will not be dismissed at the successful applicant’s election, in 
view of that court’s conclusion that the opposer-registrant has no remedy in equity.” 
While the J. C. Eno case supra involved an unsuccessful opposer-registrant in the 
District Court of Appeals, in form the suit was one to secure the cancellation of a 
registered mark. Moreover, the decision was not that the J. C. Eno Company had 
no remedy in equity, but that it had no remedy in the District of Columbia. That 
conclusion depended on two propositions: first, that the action could not proceed 
against the Commissioner alone and in the absence of the trade-mark owner ;* and 


18. Galena v. Coe, 48 U. S. P. Q. 352 (January, 1941). This was the RS 4915 suit follow- 
ing the dismissal of Galena’s appeal to the C. C. P. A.: Galena Mfg. Co. v. Superior Oil Works, 
note 3 supra. 

19. 47 U.S. P. Q. 494 (1940), Ct. of Appeals, D. C. 

20. 42 U.S. P. Q. 257 (1939), Ct. of Appeals, D. C. 

21. See note 5, supra. 

22. The amendment of March 3, 1927 (U.S. C., title 35, sec. 72a). The ruling of the Court 
on this point in the Tomlinson case is based on Coe v. Hobart Mfg. Co., 40 U. S. P. Q. 326. 

23. In the Tomlinson opinion this conclusion apparently follows from the proposition that 
the Commissioner acts in the public interest “in all cases arising under Section 4915,” and has not 
the slightest interest adverse to either rival claimant (citing Coe v. Hobart Mfg. Co.). While 
the impetus to act may be supplied by some party who suffers damage from the registration, it is 
difficult to see why the Commissioner’s act is not adverse to the defeated party. 

24. See the care used by the Supreme Court in distinguishing the two proceedings in the 
Baldwin opinion. 

25. Pennzoil v. Hercules, note 3 supra. 

26. Said to follow as an “elementary and obvious matter of due process.” 
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second, that jurisdiction of the owner could not be secured under paragraph two 
of Section 4915 in the District of Columbia, since the Commissioner of Patents is 
not an adverse party within the meaning of that portion of the statute.” 

When the complaint is filed in the District Court by a dissatisfied applicant, un- 
successful in the opposition proceeding, apparently the party to be named as de- 
fendant depends on the nature of the ruling in the Patent Office. If the opposition 
was dismissed but registration of the trade-mark nevertheless refused on the ground 
of confusing similarity to opposer’s registered trade-mark, Bradstone Rubber Com- 
pany v. Coe* is authority for bringing suit against the Commissioner as sole de- 
fendant. Drackett Company v. Chamberlain Co.,” decided in 1936 by the Third 
Circuit Court of Appeals, is to the same effect, the Court holding the Commissioner 
an essential party and the opposer not an adverse party within the meaning of the 
second paragraph of Section 4915. In that case the opposition had been sustained 
and registration denied on the ground of descriptiveness of the marks involved. 
The Circuit Court dismissed the action for absence of an indispensable party. 

But the authority of the Drackett case must be regarded as somewhat weakened 
by Century Distilling Co. v. Continental Distilling Co. decided three years later 
by the same Circuit Court. There jurisdiction was sustained in a 4915 suit brought 
by the unsuccessful applicant against the opposer. In the later case, it is true, no 
question of descriptiveness was involved. But neither was there any real contest as 
to priority in adoption of the marks by the parties (as in an analogous patent inter- 
ference suit), for it was conceded that opposer was prior in his use of the trade- 
mark “Dixie Belle.” The sole question presented was whether the Commissioner 
had erred in considering applicant’s “Dixiania” and “Dixie Dew” confusingly similar 
when applied to goods of the same descriptive properties, and the Circuit Court, 
applying the principle of Morgan v. Daniels,” held that he had not.** The decision 
does not attempt to explain the irregularity of proceeding in the absence of the Com- 
missioner of Patents to review a decision peculiarly his, not primarily an inter partes 
one except for having been rendered in a contested proceeding, and denying relief 
which only the Commissioner is in a position to give.* 

To this extent, Tomlinson of High Point v. Coe is more consistent. But Justice 
Miller’s decision does not actually hold the Commissioner to be an indispensable 


o held in Coe v. Hobart Mfg. Co., 40 U. S. P. Q. 326. 
U.S. P. Q. 401 (1940), District Court, District of Columbia. 
8 U. = 4 Q. 256 [26 T.-M. Rep. 231]. 

42 U.S. P. Q. 348 (1939). 

153 U. S. 120. 

The Tomlinson opinion seeks to distinguish the two Third Circuit cases on the ground that 
in C entury Distilling Co. there was an opposing party (Continental) who opposed registration 
before the Commissioner, and who continued its opposition and filed an answer to the equity pro- 
ceedings under Section 4915 in the trial court. This statement seems equally applicable to 
Drackett vy. Chamberlain. While the Drackett opinion implies that it is only where there is an 
award of priority between the contestants that a suit by one applicant against the other is proper, it 
should be noted that there was no such award in the Distilling Co. case. The Tomlinson opinion, 
however, emphasizes the reference in the first Third Circuit case to the absence of an award of 
priority. 

33. The trial court had considered in some detail the question of jurisdiction and had dismissed 
the suit because of the absence of the Commissioner. In reversing, the Circuit Court reference to 
this point in its opinion is very brief. 
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party but only a proper one.* The action under R. S. 4915 against the Commis- 
sioner as sole defendant was filed in the District of Columbia by the unsuccessful 
applicant for registration. In the Patent Office an opposition by Colonial Williams- 
burg, Inc. was sustained, although the opposer owned no registered trade-mark and, 
as far as the reports show, was neither a manufacturer nor engaged in the distribu- 
tion of merchandise. The Commissioner concluded that members of the public 
would believe that applicant’s furniture bearing the trade-mark in question was in 
some way sponsored by opposer, to opposer’s injury, and denied the registration.* 

While the Commissioner’s motion to dismiss the 4915 suit in the District Court 
urged only that he was not a proper party, it is difficult to believe that the Court of 
Appeals would have reversed the trial court and sent the case back for further action 
if it had regarded opposer as an indispensable party. In Radtke Patents Corp. v. 
Coe, although a patent interference, the Court of Appeals had already held the 
Commissioner of Patents to be a proper party to the 4915 action (although not an 
adverse party to the extent that suit might be brought in the District of Columbia 
under the diverse residences paragraph of the Section). If the suit must fail any- 
way because of the absence of the opposer, it would be merely an idle gesture to send 
the case back to the lower court. From this it follows that the relief could be secured 
against the Commissioner as sole defendant and, while the Commissioner may per- 
haps not be an essential party, the presence of the successful opposer is clearly not 
indispensable. 

Actually, in no one of the three cases in which the oppositions were sustained was 
there any contest as to priority of adoption or use of a trade-mark such as would 
give the case some supposed semblance to a patent interference, to the end that the 
contestant prevailing in the Patent Office must be joined as a party. Actually, in 
all three cases denial of registration, even though the oppositions were sustained, 
was based on an opinion of the Commissioner ; that the trade-marks were descriptive 
in the Drackett case; and that use of the marks would result in confusion in the 
Century Distilling Company and Tomlinson cases. This fact, coupled with the 
nature of the relief demanded, would appear to mark the Drackett and Tomlinson 
opinions as the better-reasoned. 

As trade-mark oppositions may be sustained for various reasons, the Century 
Distilling Company case must be regarded as unfortunate. If the decision means 
that the appeal by the unsuccessful applicant may be brought at will, either against 
the opposer or the Commissioner (but not against both together in the District of 
Columbia), it is difficult to understand why the Circuit Court did not expressly 
overrule Drackett v. Chamberlain. If it means that attorneys must construe the 


34. The opinion held him to be “a proper party in all proceedings properly brought under Sec- 
tion 4915 in which the public interest is involved because of the necessity of determining whether it 
is the duty of the Commissioner to grant a patent or register a trade-mark.” 

35. The reason for denying registration is not entirely clear from the decisions below. The 
Examiner of Interferences held that the opposer qualified under the “geographical” clause of Sec- 
tion 5 of the Registration Act and, in addition to the confusion of origin element, seemed to regard 
the dominant feature of the applicant’s mark as geographical. The Commissioner’s affirmance at 
40 U. S. P. Q. 563 is placed solely on the “confusion” element noted in the text. 

36. 50 U.S. P. Q. 316, 332 (1941). See also the statements in the opinion by the C. C. A., 
Sixth Circuit, in Cleveland Trust Co. v. Berry, 40 U. S. P. Q. 77, 80. 

37. Coe v. Hobart Mfg. Co., note 27, supra. 
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nature of the Commissioner’s ruling in each case to determine how closely or re- 
motely the situation fits the familiar patent interference pattern, then indeed must a 
defeated applicant elect between opposer and Commissioner at his risk.* 

The obvious fact that neither party to a trade-mark cancellation or opposition 
proceeding bears an exact analogy to either party to a trade-mark interference need 
not here concern us. The resemblance is, at most, similarity because of success or 
failure in a contested proceeding in the Patent Office. There is usually no common 
property which both parties claim and, ordinarily, no issue of priority. Under such 
circumstances it seems unfortunate that the courts have not viewed the affinity to 
patent interferences referred to by the Supreme Court in the Baldwin decision as 
that tribunal doubtless intended it, general similarity as to the position of the litigants 
at the termination of contested Patent Office proceedings.” And if that portion of 
Chief Justice Taft’s opinion which views Section 9 as furnishing “a remedy in equity 
against the Commissioner in every case’ had been accepted rather than construed by 
the appellate courts, simplification of the trade-mark practice under Section 4915 
would undeniably result. That no surrender of essential logic or principle would be 
required in the process is the opinion of the writer.**” 


38. In Solventol Chemical Products v. Langfield, 51 U. S. P. Q. 367 [32 T.-M. Rep. 15], 
decided November 12, 1941, the District Court for the Eastern District of Michigan entertained 
jurisdiction of a 4915 action brought against the opposer, the Commissioner of Patents not being 
joined. As printed in the report, the conclusions of law cite American Steel Foundries v. Rob- 
ertson, 262 U. S. 209 and 269 U. S. 372, as authority for the court’s jurisdiction. In the American 
Steel Foundries case, brought against both opposer and Commissioner, the Commissioner volun- 
tarily appeared in the District Court for the Northern District of Illinois. The Supreme Court 
decision hardly seems to be authority for proceeding without the Commissioner in the Michigan 
court, although the question of jurisdiction does not seem to have been raised. 

The writer has been informed that The Quaker Oats Company, after dismissal of its appeal 
to the C. C. P. A. at the election of General Mills, Inc., the opposer (51 U. S. P. Q. 136) filed an 
action under R. S. 4915 in the District Court in Chicago, the Commissioner not being named a 
party. The complaint joined an action for a declaratory judgment with the request for registra- 
tion. General Mills, Inc., answered, and the question of jurisdiction will therefore presumably not 
be raised. 

39. In this connection, see the curious reasoning indulged in by C. C. P. A. in the Galena 
case, 42 U. S. P. Q. 274, 282, in proving the position of a defeated cancellation-registrant less 
similar to that of a defeated patentee-interferant than is the position of a defeated opposer-regis- 
trant. See also the reference in the J. C. Eno v. Coe opinion. 

40. On other aspects of the RS 4915 suit see Archer, “Equity Interference Suits,” 20 J. P. 
O. S. 429; and Thomas, “Recent Suits Against the Commissioner under RS 4915,” 22 J. P. O. S. 
616. 

* Journal of the Patent Office Society, January, 1942, p. 41. 





USE OF MARK ON DISSIMILAR PRODUCTS 


RIGHT TO USE A TRADE-NAME ON WHOLLY DISSIMILAR 
PRODUCTS* 


Plaintiff, publisher of Life magazine, a nationally-known publication, sought an 
injunction to forbid defendant’s use of label, “Life of Wheat,” on cans of cereal food. 
The label on the cans featured the word “Life” in large letters above the rest of the 
title emphasizing the red and white color scheme of plaintiff’s mark on its magazine. 
Plaintiff contended that the similar format of defendant’s label constituted an in- 
fringement of its registered mark and was an unfair trade practice tending to ap- 
propriate the good-will of the plaintiff. Held, injunction denied. There was no 
infringement since the products were not in the same class and there was no logical 
basis on which the public could reasonably infer that the cereal food was in any way 
sponsored by the plaintiff. Time, Inc. v. Viobin Corp., 40 F. Supp. 249 (E. D. Ill. 
1941) [31 T.-M. Rep. 453]. 

According to the Trade-Mark Acts, in order to constitute an infringement of a 
registered mark there must be a use on goods of the same descriptive properties. 
Trade-Marks Act, § 16, 33 Stat. 728 (1905), 15 U. S. C. § 96 (1934). However, 
it has been difficult to lay down a satisfactory test with which to measure descriptive 
properties in each fact situation. See Derenberg, Trade-Mark Protection and 
Unfair Trading (1936) § 34; Glenn, Pre-emption in Connection with Unfair Trade 
(1919) 19 Col. L. Rev. 29, 44. In the early cases the goods were held to be of the 
same descriptive properties only if they were potential competitors, but in more 
recent years infringement has been found in cases involving products as far apart 
as flour and syrup, locks and flashlights. Yale Electric Corp. v. Robertson, 26 F. 
(2d) 972 (C. C. A. 2d, 1928) ; Aunt Jemima Mills Co. v. Rigney Co., 247 Fed. 
407 (C. C. A. 2d, 1917), cert. denied, 245 U. S. 672 (1918). However, on the other 
hand, if for any reason the public is likely to attribute the products in question to the 
same source, the plaintiff is entitled to injunctive relief on the ground of unfair 
competition. See California Fruit Growers Exchange v. Windsor Beverages, Ltd., 
118 F. (2d) 149, 152 (C. C. A. 7th, 1941) ; Vick Chemical Co. v. Vick Medicine Co., 
8 F. (2d) 49, 52 (S. D. Ga. 1925), aff'd, 11 F. (2d) 33 (C. C. A. 5th, 1926). While 
the earlier cases required proof of actual competition, e.g., Borden Ice Cream Co. v. 
Borden’s Condensed Milk Co., 201 Fed. 510 (C. C. A. 7th, 1912), this rule has been 
wholly denied in application, if not in theory, by the modern cases. See Vogue v. 
Thompson-Hudson Co., 300 Fed. 509, 512 (C. C. A. 6th, 1924), cert. denied, 273 
U.S. 706 (1926) ; Famous Funnies, Inc. v. Famous Funn Family, Inc., 37 F. Supp. 
903, 905 (S. D. N. Y. 1941). Instead the courts have granted relief to the plaintiff 


* Editorial Note.——In our December, 1941, issue we reported an interesting decision in which 
the publishers of the magazine Life tried to enjoin use of the label “Life of Wheat” on cans of 
cereal food. The court denied injunctive relief despite the fact that the defendant had closely 
imitated the plaintiff’s red and white label. 

This decision appears to be somewhat out of harmony with most recent court decisions which 
have evidenced a much more liberal point of view in the protection of famous trade-marks and 
trade-names. It is not surprising then that there have been a number of unfavorable comments 
in law reviews and other magazines on this decision. We here reprint a note which appeared in 
the December, 1941, issue of the Virginia Law Review criticizing the soundness of the court’s 
decision. 
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on the grounds of probable damage to his reputation as a manufacturer, Wall v. 
Rolls-Royce, Inc., 4 F. (2d) 333 (C. C. A. 3d, 1925) ; or because to refuse an in- 
junction might hinder the plaintiff in a legitimate extension of his business. See 
Emerson Electric Co. v. Emerson Radio Co., 105 F. (2d) 908, 910 (C. C. A. 2d, 
1939), cert. denied, 308 U. S. 616 (1939). Such a line of reasoning confirms the 
position of trade-marks within the sphere of the law of unfair competition, recogniz- 
ing as the essence of the wrong the selling of one man’s goods for those of another. 
See American Steel Foundries v. Robertson, 269 U. S. 372, 381 (1926) ; Vogue Co. 
v. Thompson-Hudson Co., supra at 512. Furthermore, recent decisions have con- 
tinued to widen the ambit of protection for the first user, particularly if his mark has 
achieved considerable celebrity. E.g., Waterman Co. v. Gordon, 72 F. (2d) 272 
(C. C. A. 2d, 1934) (fountain pens and razor blades) ; Tiffany & Co. v. Tiffany 
Products, Inc., 147 Misc. 679, 264 N. Y. Supp. 459, 462 (Sup. Ct., 1932), aff'd, 
262 N. Y. 482, 188 N. E. 30 (1933) (jewelry and moving pictures). 

It appears rather difficult to reconcile the court’s refusal to grant some type of 
injunctive relief in the instant case with the modern trend of decisions, particularly 
in view of the tremendous recognition and circulation of the plaintiff’s trade-mark 
and the wide variety of name choices available to the defendant before it decided to 
feature the word “Life” and emphasize the red and white color scheme used by the 
plaintiff. See Wolff, Non-Competing Goods in Trade-Mark Law (1937), 37 Col. 
L. Rev. 582, 606. At the same time, there should be a limit of dissimilarity beyond 
which the court should not protect by injunction. See L. E. Waterman Co. v. 


Gordon, supra at 273; Beechnut Co. v. Lorillard, 273 U. S. 629, 632 (1926). But it 
would seem that the limit had not been reached in the fact situation of the instant 
case. Cf. Walter v. Ashton (1902) 2 Ch. 282 (London “Times” and bicycles). 


UTAH BOTTLING STATUTE DECLARED UNCONSTITUTIONAL* 


A number of milk bottles bearing registered marks of various dairies were 
seized from the possession of plaintiff dairyman by defendant deputy sheriff, under 
a search warrant issued by defendant district judge, upon affidavit and showing 
by defendant deputy commissioner of agriculture that the bottles were being 
unlawfully used. Notice was given of a hearing to be held before the judge to 
determine the persons entitled to possession of the seized property. Plaintiff 
brought this action for an original writ of prohibition to restrain further proceed- 
ings, charging that the search warrant section’ of the statute under which the 


* Editorial Note—The accompanying article, which is reprinted from the November, 1941, 
issue of the Michigan Law Review, deals with a question of vital concern to all trade-mark owners 
who use refillable containers in the sale of their merchandise. While registration of trade- 
marks is not mandatory in any state today, numerous state statutes provide that markings and 
labels on refillable containers, such as milk bottles, must be registered. Some of these statutes 
also provide that containers with an infringing marking or label found in the possession of a 
third party may be seized. It was the constitutionality of such a section providing for search 
and seizure which was recently declared unconstitutional by the Superior Court of Utah and 
the article here reprinted deals with the constitutional aspects of this particular section of 
the Utah Bottling Statute. 

1. Utah Rev. Stat. (1933), § 95-2-10. 
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proceedings were authorized? was unconstitutional. Held, the search warrant 
section of the statute violated the state constitutional provisions against unreason- 
able searches and seizures® and against class legislation.* Allen v. Trueman (Utah, 


1941), 110 P. (2d) 355. 

Statutes similar to the one in the principal case are relatively common.® Fre- 
quently called “bottling statutes,” they provide in general for registering the marks 
used on specified types of vessels; declare unauthorized refilling or trafficking 
in the vessels or defacement of the marks to be unlawful and a misdemeanor; 
frequently declare possession by specified persons of another’s registered vessels 
to be prima facie evidence of unlawful use; and often provide for issuance of 
injunctions or search warrants. Some courts have held such statutes unconstitu- 
tional, saying that their sole purpose is to assist the owners of specified classes of 
personal property in retrieving their goods, that there is no reasonable ground for 
such classification and that, therefore, the state constitutional provisions against 
class legislation are violated. However, a majority of the cases have upheld 
bottling statutes. These courts, in general, recognize that the specified vessels 
are a class of property peculiar in their nature and use and that the public interest 
in protecting a dealer’s good-will and protecting the public from fraudulent “passing 
off” is sufficient to authorize the state to accord special treatment to this type 
of property.’ It is submitted that the cases which support bottling statutes are 
more realistic and founded on better reason and precedent.* In none of the latter 
cases, however, was constitutionality of a search warrant section in issue. The 
constitutionality of this type of provision has been questioned on at least three 
grounds; that the search is solely for evidence; that a special privilege is given to 
an arbitrarily created class; and that a drastic criminal process is being used for 
private purposes.” To the argument that the search warrant is being used solely 


2. Utah Rev. Stat. (1933), tit. 95, as amended by Utah Laws (1939), c. 110. 

3. Utah Const. (1895), art. 1, § 14. 

4. Utah Const. (1895), art. 1, § 24; art. 6, § 26 (16). 

5. See, for example, Cal. Gen. Laws (Deering, 1938), Act 8623; Colo. Stat. Ann. (1936), 
c. 165, § 14; Ind. Stat. Ann. (Burns, 1933), §§ 66-101 to 66-106; Kan. Gen. Stat. Ann. (1935), 
c. 81; Mass. Ann. Laws (1933), c. 110, §§ 17-20; Mich. Stat. Ann. (1937), §§ 18.621-18.627; 
Minn. Stat. (Mason, 1927), §§ 8330-8335; Mo. Rev. Stat. (1939), §§ 15471-15475; N. J. Rev. 
Stat. (1937), §§ 56:3-14 to 56:3-34; N. Y. Consol. Laws (McKinney, 1941), tit. 19, § 360 et 
seq.; Ohio Gen. Code (Page, 1939), § 13169; Ore. Comp. Laws Ann. (1940), §§ 99-2259 to 
99-2261; Pa. Stat. Ann. (Purdon, 1939), tit. 73, c. 1; Wash. Rev. Stat. (Remington, 1933), 
§ 11546; Wis. Stat. (1939), § 132.05. 

6. Yaeger v. State, 78 Fla. 354, 83 So. 525 (1919), noted in 18 Mich. L. Rev. 546 (1920); 
Lippman v. People, 175 Ill. 101, 51 N. E. 872 (1898); Horwich v. Walker-Gordon Labora- 
tory Co., 205 Ill. 497, 68 N. E. 938 (1903); State v. Wiggam, 187 Ind. 159, 118 N. E. 684 
(1918) ; State v. Baskowitz, 250 Mo. 82, 156 S. W. 945 (1913) ; State v. Schmuck, 77 Ohio St. 
438, 83 N. E. 797 (1908). But see Renner Brewing Co. v. Rolland, 96 Ohio St. 432, 118 N. E. 
118 (1917). 

7. Bartolloti v. Police Court of City of Los Angeles, 35 Cal. App. 372, 170 P. 161 (1917); 
Associated Dairies of Wichita v. Fletcher, 143 Kan. 561, 56 P. (2d) 106 (1936) ; Common- 
wealth v. Golburg, 167 Ky. 96, 180 S. W. 68 (1915) ; Commonwealth v. Anselvich, 186 Mass. 
376, 71 N. E. 790 (1904) ; People v. Cannon, 139 N. Y. 32, 34 N. E. 759 (1893); People v. 
Ryan, 230 App. Div. 252, 243 N. Y. S. 644 (1930); Renner Brewing Co. v. Rolland, 96 Ohio 
St. 432, 118 N. E. 118 (1917). Also see State ex rel. Otero v. McLeod, 139 Fla. 287, 190 So. 
596 (1939) ; State v. Baskowitz, 250 Mo. 82, 156 S. W. 945 (1913). 

8. The defendants are usually parties conducting their business by bootlegging bottles to 
save the expense of purchasing an adequate supply of their own. Associated Dairies of Wichita 
v. Fletcher, 143 Kan. 561, 56 P. (2d) 106 (1936). 

9. See Lippman v. People, 175 Ill. 101, 51 N. E. 872 (1898) ; principal case, 110 P. (2d) 355. 
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to obtain evidence, the analogy of the intoxicating liquor and stolen and embezzled 
property cases where search warrants are allowed presents a strong answer.” As 
to the charge of class legislation, once it is decided that the state can properly make 
unlawful certain uses of registered vessels and provide ordinary criminal sanctions 
against such use, it would seem that the further criminal process provided by the 
search warrant does not then render the classification arbitrary. The criticism 
that the search warrant is being used for private purposes raises more question. 
Concededly, use of a search warrant for private ends is unconstitutional." The 
search warrant sections of some bottling statutes provide that in the hearing 
following the seizure of the vessels, possession is to be awarded to the one entitled 
thereto and also that, if possession or use by the former holder was unlawful, the 
penalty of fine or imprisonment, provided by the same or another section of the 
bottling statute, is to be imposed.’** The provision for awarding of possession 
looks like a civil remedy ; but the penal provision shows the procedure to be partly 
criminal in nature. Clearly, it would seem, a search warrant section so written 
does not pervert the writ to private ends. Where the search warrant section (as 
in the Utah statute under consideration in the principal case) provides only for 
an award of possession and makes no provision for imposition of penalty or a 
finding that the bottling statute has been violated, the remedy looks more like a 
pure civil remedy.” Of course, a criminal charge need not precede issuance of a 
search warrant.’* It should be borne in mind also that all bottling statutes declare 
certain uses to be misdemeanors. Where a penalty is provided by the bottling 
statute, or some other statute of the state,”* failure to provide in the search warrant 
section for imposition of penalty should not prevent the state from punishing viola- 
tions of the law. Also, legality of the search warrant procedure should not depend 
on whether criminal prosecution actually follows the hearing but rather on whether 
criminal prosecution could be had.** Therefore it would seem that, where the 
statute declares certain uses of registered vessels to be unlawful and provides 
penalties, use of a search warrant is not unconstitutional as being for a private 
purpose, whether the section of the statute outlining the search warrant procedure 
provides for imposition of penalties in addition to restoration of possession, or 
only for the latter.’ 


See 24 R. C. L. 715 (1919) ; 3 A. L. R. 1514 (1919) ; 74 A. L. R. 1418 (1931). 

Principal case, 110 P. (2d) 355. 

For example, N. Y. Consol. Laws (McKinney, 1917), tit. 19, § 364. 

In the principal case, the court construed the search warrant section as not contem- 
plating actual or intended criminal prosecution, drawing the conclusion from the fact that the 
section referred only to awarding of possession of the seized vessels, and from the fact that a 
provision requiring the officer serving the warrant to bring the possessor as well as the goods 
before the court had been omitted upon amendment of the section. Compare Utah Rev. Stat. 
(1933), § 95-2-10, with Utah Laws (1939), c. 110, § 95-2-10. 

14.’ See Haworth v. Newell, 102 Iowa 541, 71 N. W. 404 (1897). 

15. The Utah bottling statute declares certain uses to be misdemeanors but does not 
prescribe penalties. However, in the criminal code there is a blanket provision prescribing 
penalties for those misdemeanors for which penalties are not otherwise provided. Utah Rev. 
Stat. (1933), § 103-1-16. 

16. Otherwise, it would seem that subsequent failure to prosecute would retroactively make 
a search warrant under which, for example, stolen goods were seized and returned to the 
rightful owner, an instrument of an unreasonable search. 

17. Reprinted by permission. 
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